TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. §8 134 fromthe fina

rejection of clainms 39 through 44, as anended after the fina

41

! Application for patent filed April 16, 1993. According

to appellants, this application is a continuation of
Application No. 07/452,407 filed Decenber 19, 1989, now

abandoned.
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rejection (see the anendnent dated April 28, 1994), and the

advi sory action dated May 12, 1994.

THE | NVENTI ON

Appel lants’ invention is directed to a tenporary dent al
restorative material having four conponents present as
fol | ows:
1. 10-99. 999% by wei ght of a bifunctional or polyfunctional
acrylic or methacrylic acid ester dental conpound.
2. 0.001 to 5% by weight of a polynerization initiator
system
3. Optionally an auxiliary agent, and
4, 0.001 to 10% by wei ght of an al pha aryl styrene which may
be further substituted either on the aryl ring, the vinyl
group or both. The clained invention further requires that
the conposition be suitable for preparing a hard and

i nflexi ble dental restorative materi al .

THE CLAI M5
Caim39 is illustrative of appellants’ invention and is

r epr oduced bel ow
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39. A dental conposition, conprising the follow ng
ingredients (a), (b), (c) and (d) in the anbunts indicated:

(a) 10-99.999% by wei ght of a bifunctional or
pol yfunctional acrylic-acid and/or nethacrylic-acid ester
dent al conpound,;

(b) 0.001 to 5%
by wei ght of an initiator
system R, AT capabl e of
initiating T~ - c— radical
pol yneri zat i on, erein
the % by R3/ \Rl wei ght i s
based on the total weight
of (a) + (b) + (c);

(c) O to 89.999% by wei ght of an auxiliary agent,
wherein the % by weight is based on the total weight of (a) +
(b) + (c); and

(d) 0.001 to 10% by wei ght, based on the wei ght of the %
of (a), of a dental conpound of the general fornmula:

i n which:

Ar and R, which are the sane or different, represent aryl
or substituted aryl, which is substituted by straight-chain or
branched-chain C_-al kyl, C,_ s al koxy, carboxyl-C,_,,-al kyl or
hal ogen,
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R, and R;,, which are the sane or different, represent
hydrogen, aryl or substituted aryl, which is substituted by
strai ght-chain or branched-chain C_j,-al kyl, C_,;-al koxyl,
car boxyl - C_,,-al kyl or hal ogen, or represent straight-chain or
branched chain C_;;-al kyl, C_,;-al koxyl, C_,;-al koxycarbonyl, in
whi ch al kyl and al koxyl can be substituted by hal ogen or aryl,

in which, R, when represented by aryl or substituted
aryl, which is substituted by straight-chain or branched-chain
C.s-al kyl, C_,;-al koxy, carboxyl-C_,,-al kyl or hal ogen, or when
represented by C,_,;-al kyl or C_,.-al koxyl, or R, can be |inked
with Ar by a single bond, and

in which, Ar, when represented by phenyl, C_ -
al kyl phenyl , C,_,-al koxyphenyl, carboxyl-C,_,;-al kyl phenyl or
hal ogenphenyl, R can be represented by -O, which is |inked
with the phenyl or phenyl noiety of Ar to a benzofuran, and
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in which, at |east one of R or R® represents H and
with the proviso that said conposition is suitable for

preparing a tenporary dental restorative material having a
hard and i nfl exi bl e consi st ency.

THE REFERENCES OF RECORD

The Exam ner relied upon the follow ng references of

record.

Fol ey, Jr. (Fol ey) 4,243, 790 Jan. 6,
1981

Striver et al. (Striver) 4,319, 015 Mar .
9, 1982

THE REJECTI ONS
Clainms 39 through 44 stand rejected under 35 U.S.C. 8§ 103

as unpatentabl e over Foley or Striver.?

2 In the Final Rejection dated 02/08/94, the exam ner
rejected clains 23 through 38. Two proposed anendnents, both
dated April 28, 1994, were submtted. The first proposed
anendnment cancel ed clains 23 through 38 and added clains 39
through 44. The proposed suppl enental amendnent added cl ai ns
45 through 47. In an advisory action dated 05/12/94, the

(continued. . .)
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OPI NI ON

Appel l ants submt that the clainms on appeal can be
divided into two different groups. Goup |I including clains
39 through 41 contained the transitional phrase, "conprising."
Goup Il including clains 42 through 44 contai ned the
transitional phrase, "consisting essentially of." In contrast
to appellants’ position, our decision is based upon issues,
whi ch, in our analysis, are common to and shared by each of
the clains before us. Accordingly, we do not find it
necessary to separately discuss the two groups of clains
establ i shed by appellants. W w il therefore, substantially
confine our discussion to that of claim 39.

Fol ey teaches a contact |ens form ng conposition
containing the three requisite conmponents of the clained
I nvention: a bifunctional acrylic acid ester, an initiator
system and a styrene type nononer. The bifunctional acrylic

acid ester is disclosed in colum 2, lines 30-38 and typically

2(...continued)
exam ner indicated that, upon appeal, clains 39 through 44
woul d be entered. However, entry of clainms 45 through 47 was
refused. Accordingly, only clainms 39 through 44 are before us
for our consideration.



Appeal No. 95-1999
Application No. 08/047, 381

is a hydroxy al kyl acrylate or nethacrylate. It is
bi functional in that it contains both an acrylyl or
nmet hacryl yl group and hydroxy functionality. The initiator
systemis disclosed in colum 5, lines 13-20. The styrene
type nmononer includes al pha-aryl styrene as required by the
instant claim See colum 3, line 44. Although, this
conmposition per se appears to be substantially that required
by claim 39, the exam ner has either ignored or m sinterpreted
critical Iimtations of claim39. Accordingly, we will not
sustain the exam ner’s rejection.

Claim39 requires that the conposition be a dental
conposition containing a dental conpound which is a
bi functi onal or polyfunctional acrylic ester. Moreover, there
Is arequirenent in claim39 that states, "with the proviso
that said conposition is suitable for preparing a tenporary
dental restorative material having a hard and inflexible
consi stency.” The exam ner argues that, "the proviso reciting
i ntended use will not be given patentable weight because the
i nt ended conposition is directed to two nononers (acrylic acid

or ester and styrene) and an initiator. The proviso reciting



Appeal No. 95-1999
Application No. 08/047, 381

i ntended use is directed to the product.” See the Exam ner’s
Answer, page 6.

We disagree. Caim39 is drawn to a dental conposition
cont ai ni ng conponents present in such anmounts and having the
requi site characteristics of formng a hard and inflexible
consi stency upon pol ynerization. The proviso the exam ner
refers to is not a statenent of ultimte intended utility. It
descri bes, in functional |anguage, indispensable
characteristics that nust be present in the nonomeric
conponents required by the clained invention. Caim 39
provi des in essence that one may choose specific nononers from
anong those falling within the requirenents of the claim
provi ded, however, that the nonomers chosen result in a
tenporary dental restorative material having a hard and
i nflexible consistency. Hence the proviso of claim 39
constitutes both a further description and a limtation of the
initial conmponents chosen. The proviso of claim 39 has been
treated by the exam ner as directed only to the final product.
We find that neither the dental limtations nor the proviso of
claim 39 can be ignored. |In view of our findings, the
exam ner's | egal conclusion of obviousness is not supported by

8
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facts. "Wiere the |egal conclusion of obviousness is not

supported by facts it cannot stand.” In re Warner, 379 F.2d

1011, 1017, 154 USPQ 173, 178 (CCPA 1967).
Even, were we to find that the teachings of Foley were

sufficient to establish a prim facie case of obvi ousness, and

we do not so find, the evidence set forth in the Guggenberger
Decl arati on woul d be sufficient such that the totality of the
record, by a preponderance of the evidence, would require us
to reverse the position of the exam ner. The exam ner has
determ ned that, "the [ Guggenberger] 132 declaration fails to
set forth unexpected results over the prior art since it is
directed to the end product rather than the nonomers or
initiators of the instant invention." See the Exam ner’s
Answer, page 6. W do not agree. As we found above,
substanti ve consi derati on nust be given both to the, "proviso"
and the dental limtations of claim39. Hence, we evaluate
the evidence present in the Guggenberger Declaration.

In our evaluation of the declaration, we have given
wei ght only to the conparative evidence directed to 1, 1-
di phenyl et hyl ene. The portions of the declaration drawn to
styrene have not been considered. That part of the

9
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declaration is not directed to rel evant evidence as cl ai m 39,
as anmended and now before us, precludes the presence of
styrene. Claim 39 now requires the presence of two aryl
groups on the sane carbon.

In section 1.1 of the declaration, declarant prepared
conpositions F1 and F2. These conpositions are nmade using a
preferred bifunctional nononer of Fol ey, hydroxy ethyl
nmet hacryl ate. The conposition also contains appellants’
preferred di phenyl ethyl ene in anount of 5% reflecting
appel l ants’ cl ai ned proportion and 30% reflecting Foley's
preferred proportions. Upon polynerization in the nanner
suggested by Foley, colum 5, lines 13-28, declarant observes
solutions F1 and F2 did not harden under the given conditions.

Simlarly, in section 1.2 of the decl aration, decl arant
prepared three conpositions designated Al, A2 and A3. The
first two conpositions prepared according to appellants’

i nvention contained 0.02% and 5% 1, 1- di phenyl et hyl ene
respectively. The third conposition outside the scope of
appel l ants’ invention contai ned 30% of 1, 1-di phenyl et hyl ene.
Decl arant observed in the Results, section 4.2 that Al and A2

set. A3 did not set.

10
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We find the evidence presented in the declaration
sufficient to establish that Foley's preferred nononer,
hydroxy et hyl nethacrylate, does not result in a conposition
wi thin the scope of appellants’ invention. W further find
that even when one uses nononers within the scope of
appel l ants’ invention, the preferred nononeric proportions
suggested by Foley, i.e. 30% by weight, do not result in a
conposi tion having the requisite physical characteristics of
appel l ants’ invention. W also find ourselves in agreenent
wi th appellants’ position that the results of the declaration
evi dence the patentability of the clained invention since,
"the clainmed conpositions possess unexpected and advant ageous
properties when conpared with dental materials using a
conposition taught in the Foley, Jr. reference.” See
appel l ants’ Brief, page 15, lines 12-16. After review ng the
evi dence and argunent submitted by appellants together with
the argunent of the exam ner, based on the totality of the
record and the preponderance of the evidence, we are unable to
sustain the rejection of clainms 39-44 as bei ng unpat ent abl e

over Foley. 1n re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992).

11
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We next turn to the rejection over the Struver reference.
W will not sustain the rejection of the exam ner over
Striver. Claim39 requires the presence of an al pha aryl
styrene. W are in agreenent with appellants’ argunents
presented at the Hearing that Striver does not contenplate the
use of al pha aryl styrene as now required by clains 39 through
44. The styrene conpounds generically taught by Striuver are
ei ther substituted on the benzene nucleus or on the side chain
by C-C, al kyl groups. See Striuver, colum 2, lines 4-8 and
19-26. In order to cone within the scope of claim39, the
side chain would necessarily have to be substituted by an aryl
group. There is no such teaching or suggestion by Straver.

Hence, no prinm facie case of obvi ousness can be establi shed.

12
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DECI SI ON
The rejection of clainms 39 through 44 as unpatentable

over Foley or Striver under 35 U.S.C. §8 103 is reversed.

REVERSED

PAUL LI EBERVAN
Adm ni strative Patent Judge

JOHN D. SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CAMERON VEI FFENBACH ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

bae
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